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Tansan case .in Maniléa’ Court.,

Mr, J. cnfrord Wilkinson, we learn from the Manila Freedon of 16t,h

1nst, has seoured a Judgment 1n his favour against Messrs.Erlanger’
and Gallinger who have been using the trade name "Tansan" upon bottl—
ed mlneral water.

The case was tried bef‘ore Judge Ambler, who handed down his Judgment o]

on the 16th inst. After regretting that oircumstances compelled his

'to decide the case substantially off-hand which 1is very unsatisféctory,

"Judge Ambler says the plaintiff dquiyvregistered in the patent office

at Washington that which he denominated his trade mark *Tansan,® am

afterward in January, 1902 the same was quly reglétered in the proper

office in Manlla,.. The defemantq have upon the market a water wlflioh the
also call 'T@m‘. The evidence 'before me shows that the.word, *Tansan *
is a Japanese word meaning "Soda" or carbonlc acid", and Iam 1h§11md
to think that either of these words alone are not desoriptive of car-
bonated mimral water, even in our language; But even if this 15 not
the case , the word "Tangan® either in an English speaking country or

a Spanish-speaking country is déscript_._ipn of nothing, but is ﬁérely an
arbitrary jargdr; of bgtt;rs. and ég;é,uoﬁ iAAthink, the subject of trade
mark when applied to mincial'ﬁaﬁgr{ or in faot to anything elée;# The
Judge further said: It looks to me as if the-defemants.~were éeeking'
to take advantage of the'i'qpnt.aiion enjoyed by the plaintiff viy;i,ter by
imitating as olosely as.they might, the plaintiff's trade mark, and I

am constrained to say that I think the general appearance of deperﬂant'r

label, taken in oonmction with.the word "Tansan®" appearing upon 1t is

v

calauted to deceive, and I believe that. the average purohaaer of this
character of a commodity mnaanob ani ahould not be, required to ao
carefully observe & label as to prevent him frour buying the one- when
he preferred the other, and thnt he would have in mind anl desire to p
purches the well—known tradeumarked "Tansan® goes almost. without the s
saylng. The- temporqry 1njunct10n against defendants further use of the
name is not dissolved, »i)ut. the plaint.‘lrf“.f}.;g.required to give a futher
bond, to profect the defeniants in cese the injunction should be found
later to have lmproperly obtained.
Extracted from the " Kobe Herald* 29th Jamuary 19803
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to have come about in Jepan particularly among Buropeans to

- other than the Plaintiff ( and the defendant$ since September

*

It was also contended that the name Tensar Ind become|

public juris_ The proper of this having happened is that the v.j '

use of the Trade Mark by other persons had ceased to deceive

the public as to the maker_ I am not sure that this may be said|

whom the ‘1a.be.ls used are intended to appeal; ut the question
does not arise in Singapore as there #s no evidence of any mi-
y§

neral water called Tansan having been imported by' any person

1901) The defendants! Counsel who relied upon the " Bokol Beer'|
case but it 1is clearly not applicable to the facts now before
me o ' '

- - The injunctign prayed must be granted. Defendants
mst pay thé Piaintiff's costs. .

Parties to be heard on the question of Damages.

sD/ ILionel Cox.
17th Pegemberr 1903.

A Py ey ey Sy ey Ay e ety Fy vl nh s o ;
. ,el,sl,ol,al/a!,"xa'l}'a'l%l%l%lﬁl%lﬁl%!%l%!ﬁl%lﬁl;’l

J. Clifford Wilkinson.
: V8, o
Messrs, Mc Alister & Co.

B

h

?;Z?7,'?,%?;’.?;5?;4?;!?ﬁ?ﬂ?ﬂ?ﬂ?ﬂ?ﬂ?ﬂ?,%'?;Z?‘;z?;;’?;!?;

i
WRITTEN JUDGMENT

of the Chief J‘usticé delivered on the
17t Degember 1903,

Allen & @Gledhill
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is éiven by other witnesases to whom 1%t 18 not necessary to
refer more mlly. Upon the whole casge I find in favour of the
Plaintiff that the word Tansan is not a generic name for Japa-
nese mineral water ut is of the nature of a fancy word not
in cormon use and' one which could be lawfully a(iopted as a
Trade Mark. o ,

But evén 1f T had to find that in Japan the wbrd
“Tanean“is a descriptive name applicable %o mineral water gener-
ali}y as 18 contended by the defe.ndants I would have to hold
also on the fac‘ts now before me that in S_fmgapore it has ac-
quired a secondary meaning and become so distinctive of the .p];;:‘

plaintiff's goods that the use of it by the defendants would

have the effect of passing off their goods as the goods of the
plaintirr, The plaintiff has impotted his mineral water since
1893 under the name of Tansan The other name " Takaradzuka®
vhich also appeared as thg label then used does not affect
the: questio'n. The defendants imported the mineré.l water of
Hasegawa & Co, under the name of‘l'unagoya. Tansan for the firs
time in September 1901 soon after they had ceased to be the
Agents o the plaintiff and shortly before the commencement of

this suit,
The water impotted by the plaintiff has become known

6

'mingham Brewing Co. VS, Powell. 1897, Appeal Cases.710, )eh ews the;

' circumstance -is not conclusive the Lord Chancellor said -"It may be

true -tlnt the customer does not know or does not care who the manu-
facturer is, but it is a particular mamufacturer he‘desires- he !
wants Yorkéhire, Relish to which he has been accustomed. " In.the

same manner it may be said here, The man who ordered Ta.nsa.n at the °
Club or Hotels or in Shops may neﬁvee;::;eard of Wilkinson's name

but they want the Tansan‘to which they have been accustomed and tlnt
is undoubtedly Plaintiff's Mineral water, If the Defendants are al-

. . . Y ¥
lowed to sell their Mineral water as Tansan people may be induced

" %o buy it in the helief that it is Plaintiff's water.

It was further contended for the defendants that the label
they use is 80 clearly different from theAPlaintiffs btut people
‘mying“bogtles of‘mnagoya Tar;sanléannot rossibly mistake it for
Wilkinson's Tansan. Tieek fhere is no doudbt that e#erson looking at
a4 bottles with those respective labels can easily distinguished
Plaint{£f's from Defendants' bottles- tut there is not a surficient
answer .to the Plaintiff 's contention. The same defence was consi-
dered and rejected by the Judicial Conﬁitteo of the Privy Comncil
in the Club Soda case ( Cochrane Vs, Mcllihh. 1896 Appea.l Cases, 225 )
Tfabir I.ordships say "It is quite_true thal no one ®uld mistake
defenda.nta' labels for plaingiff's, But that is not enough, People
who ask for Soda do not as a rule ﬁandle the bottle the—bottie and
examigie the 1a‘bel. The use of the word Club Soda is caloculated to

1 v
on the market as Tansan, Plaintiff has produced old wine list decelve". A strong case in favour of the Plaintiff upon this questim

. of Gosling & Co. who were formerly his Agents, and of the Hotel > is Apollinaries Water Co. VS Noris)*SS. L. T. 242. there the Plaintiff
de'l Rurope and of the Singapore Club, in whic}‘ia~ the_ Tansen is Co.Proprietor of the Apollonaries Spring sought to restrain defen=
mcntionod.. It was ordered from the Pla.inti{i‘ frem Japan and it dant from selling an artificial water" containipg the properties
was invoiceg. by hilil to Singapore as Tansan, it was advertised of the natural Apollinaries under the name of " London Apollimaries

4 and sold as Tansan, I find upon the evidence that :the word had .4

come to mean WIIKINSON'S MINERAL WATFR, It coul@. really mean
nothing else because there was no other water of the name on
the market until the defendants brought in the ‘Emagoya. Ts.nsar:
of course many people who bought Tansan may have been ignorant

of the plainti ff's name., But the Yorksh ire Relish Cagse(The Bir-

Water". It was shewn that the defgndant to protect the plaintiff 's
right and prevent the public being misled sold his artificial water
in bottles made expressy dissimilar in dbhape to the bottles used
by the plain¥iff and with labels as different as possible; yet an
injunetion was granted to restrain the defendant from using the word

Pensan Appolanadieg,n

23XBR FOTFRRIMP L/ R—
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: Iiineré,l waters of J‘a.panél‘ requires careful consideration for ’ . S “ those 1a'be1§ pro duced by . the de fendants with"i‘ansa,h" on th'e;a
1t is olear in law that a Trade Mark mist be distintive 1t mst ' were first started. The printers were not ocalled and there ‘! ,
distinguish the goods of the owner of the mark from goods of a 18 no datecon them or other documentary evidehce in confir-
similt.u' nature sold by other persons; and if the plaintiff o , ‘mation of the statement of Monamkawa, Manager of Hasegawa &

f - her‘e/(as a Trade Mark a name which is merely discriptive of - Co. the owners of the Funagoya Spring that he has known
mineral waters generally his claim could not be supported. Un- " somedthery for 4 or 5 years some for 6 or ) years. His own

| ’ less he proved that ke it has acquired a secondary meaning ‘ " ' 1lebel for the Funagoya Water he says has bedn used since 18
and become identified with his own name., The Plaintiff has 1897 tut the plaintiff calls attention to the Cem-ical Ana- |

‘ joined 1ssue upon the allegationd made by the defendants and I C 1ysis of the water which is dated Octo{)er 1900. The year in
pave to consider the evidence for both parties taken here and . which the label vas registered.

also on Commission in Japan.

o The defendants' witnesses say that Tansan which 1i- Plaintiff has also shewn that several of the ofther

. ' i
' teraily mesns Carbonic Acid is the name commonly uséd in Japan , springs such as Arima, Amano, and Hirano(Peacock) originally

. . [ ’
' to describe mineral water gensrally, being an abhreviation used labels without the‘ word Tansan. He also produced by

of Tan San Sui " or Carbonic Acid Water., That it has heen used! Edgar Thorn printer at Yokahamma that his lahel G was prin-

. | o
[ for many years by owners of Nineral waters as shevn by the 1a- o ted in 1893

Upon the evidence I have arrived at the ednclusion

' bels, ‘many of which were produced and that according tq J apan— .

se Law Tansan cannot be registerdd as a Trade Mark so. that that the labels produced by the defendants really came into !
e - :

no one can be entitled to the exclusive use of it. The witness use long afte %Vilkinson had adopted the word'Tansen and by

Aramira Saburo mentioned a Trade Mark with the word Tandan his exertions and at great expense had made it known and va-

Juable as a Trade Mark. !

granted in 1887 and that the word was applied by the M:Lnis—

ter of Commerce to designate Mineral water and he referred to | For the Plaintiff Mr B, N, Cham’berla,in ( Author of

¢ . . Things Japa _
the 0fficial Trade Mark Ga:‘zette. The Gazette and &he n‘a.de g 3]? nese ) quoting from the Sta.ndard Japanese Diction-

Uark of 1887 were not put in. In cross exanination the witnesa . . ary\the Geuka.i says Tensah is defined as a Chemical term sig-

said the name in the Trade Mark was not Tansan but T_a.iS’_’__a.nSui nifying a combination of Carbon and Oxygen ". He has never

I think the general effect of the gvidence could not * : heard it used as signifying generally mineral water. Capt

go beyond this, that Tan San Sui may have been used in Japan Brinkly Editor of the Japamese Mail vho has resided 33 years
t R h ) ot ’

to describe Mineral Water but I am not satisfied that Tansan in Japan and is the author in colloboration with Japanese

| was so applied. The name kas no doubt been used for some time professors of a Dictionary now in its fifth edition says

and this may ju-stify the decission of the Japaneses Court " "Tansan’ means Carbonic Acid the word is not in use among

N of 24th October 33rd year Meiji (1900) ®hich is mentioned N cormon people being a solentific term. It would be quite ab-

' by the witnesses to the effect that"l‘ansa.r( is a common noun | surd to say that Tansan is a word well known as denoting

but it does not follow it was so, when Wilkinson first adopt generally mineral water. Sato Yutaro formerally head Master
pellen

XS ed it ns his Trade Mark, I have no oclear evidence %o shew whﬁ
. . i generio word applied to all Mineral Waters,

of the Commercdal School, Kobe, says that Tansan is not a

Analogous evidene.

4 : i :
i - - . _ . . . - l . - l

2DXWIE FOTFRMELIMPE/ X~
Japan Center for Asian Historical Records
http://'www. jacar.go.jp

3-1678




3-1678

© . C1i£eord Wilkinson.

. Vs,
Mac Allister & Company.

- —— e 0 ot 8 e e S 0 e - B 0 o it B e D e B s A 0 0 e

<G o

. JUDGMHENT,

- -ne .

The question is Whether the plaintiff is entitled
in Singapore to the exclusive use of the word"TANSAH "a.s his
Tré.de Mark in comnection with Mineral water imported from

a0

Japan,

The plaintiff is the owner of a spring at a place

called Takarndzuke near Kobe, the water of which he has sold
" since 1850. He 1ssued first a label (F) describing the water
A simply as’ T:akamdgaka Tineral Vater, It was suggested: to
‘ o ‘ ) him prinqipa.lly 'bjr Gosling & Co, his agents in Singapore
‘that he should adopt another name instead of the long,and

for BHiropeans, unpronounceable word "Takaradzuka". In 1893
he adopted the word Tensen’on the advice of Mr, Ensilie,
British Consul at Kobe and he had a new label (G) printed, -

on which the water is still mentioned as Takaradzuka Mineral

Wa.ter"'but the word¢ Tansan is printed in large white letters

S

on & blue ground across the label, Plaintiff states he did

not know then nor till five years afterwards the meaning of

© e e

A “Tansan” which is a scientific term nor at all in common use,
From tﬁaiﬁv}; a&vertiaed his water as Tangan to a 19.rge
éxtend Since 1895 hs has spent from $800: to $1000: a month
in advert:@amer;ts. One striking mode of‘advertisi_ng resorted

to by the plaintiff is mentioned By Mr.

N

who was
in Japan from ngary 1895 to Decem’ber 1896.\‘ On the slope

. of & mountaip near Mojl the word'Tansa.n"waé written in very,
large letters, so conspiocuously that it could be read fromu
ships passing afiong the coast, Wilkinson registered his labd
as & Trade Mark in Jepan in April 1897, He has also obtain

~

[ R,

A .- ' 2-0.

.
< v K

registration in Americs (1900) in Java, Indis and Australia. ¢

—

The water was first introduced into this coiion‘y under
the name of Tansan ( and with label G ) in 1894, The defendants
became Plaintiff's Agents in 1897, They ordered .the water unde;‘
the name of‘TanE;an’ (as did other p.ersons) and it was invoiced
by the plaintiff as Tansan. It was advertised by the defendants

- and sold by thém as“ Tansan: In\%901 the plaintiff wrote to the
defendants complaining thatl the sales had not 1noreaéed end in-
formed them that he had a.ppointed t';he Borneo Co. as his sole A
Agents. In fact the Company seems t-o have taken up the Agency
somewhere in Jamary 1901lcand Mr Frank Hilton says the sales
have ‘been. considerable. He adds that he had never heard of any
other w:tu;;_\oz;:g;r the aame name until Mr. Stephens, Manager of
the defendants! Company told him " that he was going to run an
opposition Tansan %, -

Plaintiff heard in Japan in the same year that Hasega-

we, & Co. wers shipping water for Singb.po're under the name of

i
+

"Funagoya Tansan" and he wrote to his Agents to take proceedings,
On 7th October 1901 defendants advertised in the Local papers
the "Funagoya Tansan" which they admit had arrived for_ the first
time in the previous month. On 12th November Plaintiff's Soli-
citors wréte to the defendants requesting them to cease advertis-
ing a.n& selling under the name of‘Tansan: dn 13th November defen-

dants r'eplied "the word Tansan is generally used in Japan to ?
denote mineral water and no one has a fight to its exc’.msive'use""“
The p}a.intiff who was still in Japan was informed of the defen-
dants! reply and by telegram instructed his‘Agents tb commence.
an motion. The Vri% was issued on 16th Deeember 1901,

Upén these facts, which ‘I hald to be proved the plain-
tiff seems entitled to injunction as prayed fory, " to r;estra.in
the defendants from using the na.me‘Ta.nsan'or any other name of
vhich the word“Ta.nsan' forms a part ete",

But the defendants answer that' the word‘Tansan‘ia a com

mon noun in the Japanese lanmuage generally used to denote the

http:/iwww.jacar.go.jp
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Ko

goPY,

Gantlemen: _ =

Wo write to you on behalf of Messrs, Macondray &
00.,80le agents in Manila of tke water knomn as "Tansan Waterv
and representatives in’ thig-véity of John Oriffepd Wilkinson,
tho owner of the trademark "Tamsan.® We ask that you ceaie
selling water in tkis oity wunder tke nams of *Tansan.' The
trademark and label "Tansan® has besn rexistered in the
office of patents,conyrights and trademarks in tkis oity,and
any wsuthorized use of a label bearing tke trademark "Tangan®
18 an infringement whick the owner of the trademark will not
pemit..!re are informsd that you have rscently rsceived a
considerable skirmesnt of water in bottles whose labels
infringe the registered trademark referred {o. We must ask
that all such bottles,as Watl™is any others in yowr possession
with similar labels,be destroyed,or other iabols_ aubsti’cutad' N
en suck bottles,

We trust that owr raquest will meet with oompl:l'ance
on your part,and that any furtker steps for the pretection of
our elients! rights will be MNecesBATY .

Kindly let-us kave your reply hefore naon Saturday,

May 3Ist, 1903,

Vory respectiully yours,
( signed ) Pillsbury & Sutre,
M, Tagawa & do,,
Plaza Moraga,

lllnﬂa,P.I.

Manila,May 29th, 1908, g

31678

goPYyY,

Manila, September 6th, 1903,
Menars, Maewmdray & Ce.,
Manila,P,I.
Gentlemen:
In consideration of no procesdings being taken by
you against us for the sale in this oity by us of water in

e W

bebtles bearing labela with the words *Tan San,® and in
conaideration of the oancullgtion and return to us of our
agreemont,as set fortk in our letter of June 2nd, IQOB,and.‘
addressed to you,and in pursuance to instructions frem our
prineipals in Japan,ws keraby promige and agree that we will
not sell any more water in these islands in bottles bearing
labels with the words "Tam Bdm.” And we Rereby desire to state
that we recesnize you as the sole agents for that water in
these islands,

Very truly yours,

{ signed ). M. Tagaws & 0o, ‘

Faa W0

»
-

http://'www. jacar.go.jp
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